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DETAILED ACTION 



Claims 1-30 have been examined. 



Claim Rejections - 35 USC § 112 



2. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

3. Claim 12 is rejected under 35 U.S.C. 112, first paragraph, because this is a "single means 
claim". "A means recitation does not appear in combination with another recited element of 
means, is subject to an undue breadth rejection under 35 U.S.C. 1 12, first paragraph. In re Hyatt, 
708 F.2d712, 714-715, 218 USPQ 195, 197 (Fed. Cir. 1983) (A single means claim which 
covered every conceivable means for achieving the stated purpose was held nonenabling for he 
scope of the claim because the specification disclosed at most only those means known to the 
inventor.) When claims depend on a recited property, a fact situation comparable to Hyatt is 
possible where the claim covers every conceivable structure (means) for achieving the stated 
property (result) while the specification discloses at most only those known to the inventor" (see 
MPEP 2164.08(a). Further, there are no distinct functions that make the device of claim 12 an 
ATM. 

4. Claim 27 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. That is, the step performed in claim 27 is unclear; the computer of claim 16 
performs the step of carrying out at least a portion of a banking transaction with the transaction 
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function device responsive to processing at least one mark up language document, and claim 27 
(which depends on claim 16) utilizes said computer to perform the step of carrying out of the 
portion of a banking transaction processing both markup language document and a software 
applet. The examiner believes that the computer must perform the banking transaction 
responsive to either the markup language or the software applet, not both. Also, claim 27 does 
not further limit claim 16 but instead complicates it, making it confusing tot eh reader. Please 
consider revising claim 27 for clarity. 



Claim Rejections - 35 USC §102 



(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 35 1 (a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

5. Claims 1,3,4,6-14, 16, 18-20, 22-28, and 30 are rejected under 35 U.S.C. 102(e) as being 
anticipated by US Patent No. 2004/0006657 to Wagner. 

Wagner discloses an output device, wherein the output device outputs information, 
whereby a user is enabled to perceive outputs from the output device, an input device, wherein 
the input device is operative to receive inputs, whereby a user is enabled to provide inputs to the 
machine, a transaction function device, wherein the transaction function device is selectively 
operative to carry out a transaction function, a computer wherein the computer is in operative 
connection with the output device, the input device and the transaction function device, software 
executable in the computer, wherein the software includes a browser, wherein the browser is 



Application/Control Number: 09/193,787 Page 4 

Art Unit: 3621 

operative to process HTML documents including instructions therein, and wherein the 
transaction function device is operative to carry out the transaction function responsive to the 
browser processing at least one instruction adapted to cause the computer to cause operation of 
the transaction function device (see claims 1-8, abstract and paragraphs [0003] and [0020]). 

Referring to claim 3, Wagner discloses the transaction function device includes a card 
reader (see claim 2). 

Referring to claim 4, Wagner discloses the transaction function device includes a printer 
(see claim 5). 

Referring to claim 6, Wagner discloses the transaction function device includes a 
keyboard (see claim 4). 

Referring to claim 7, Wagner discloses the software is operative responsive to an 
instruction to access at least one HTTP record address, wherein the at least one HTTP record 
address corresponds to at least one HTTP record including instructions adapted to cause the 
computer to cause operation of the transaction function device (see paragraph [0020]). 

Referring to claim 8, Wagner discloses a computer, a browser operating in the computer, 
a transaction function device inoperative connection with the computer, wherein the transaction 
function device is operative to cause the ATM to carry out a transaction function responsive to at 
least one HTML format document that is received by the browser (see claims 1-8, abstract and 
paragraphs [0003] and [0020]). 

Referring to claim 9, Wagner discloses operating a browser in at least one computer in 
connection with an automated banking machine, receiving at least one HTML format document 
with the browser, wherein the at least one HTML format document includes at least one 
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transaction instruction, carrying out a least one transaction function with a transaction function 
device in the automated banking machine responsive to the at least one HTML format document 
(see claims 1-8, abstract and paragraphs [0003] and [0020]). 

Referring to claim 10, Wagner discloses the automated banking machine includes an 
output device inoperative connection with the computer and further comprising the step of 
producing an output through the output device response to the at least one HTML format 
document (see paragraph [0004], lines 13 and 14). 

Referring to claim 11, Wagner discloses operating a browser in at least one computer in 
operative connection with an automated banking machine, receiving at least one document with 
the browser, wherein the document includes at least one transaction instruction embedded 
therein, carrying out at least one transaction function with a transaction function device in the 
automated banking machine responsive to the at least one document including the at least one 
transaction instruction (see claims 1-8, abstract and paragraphs [0003] and [0020]). 

Referring to claim 12, Wagner discloses an ATM that operates to conduct at least one 
financial transaction responsive to at least one mark-up language document (see claims 1 and 7). 

Referring to claim 13, Wagner discloses a computer in operative connection with the 
banking machine, at least one transaction function device in the banking machine adapted to 
carry out at least a portion of a banking transaction, wherein the computer is adapted to cause at 
least one banking transaction to be carried out through operation of the at least one transaction 
function device responsive to at least one mark up language document (see claims 1-8, abstract 
and paragraphs [0003] and [0020]). 
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Referring to claims 4 and 28, discloses the computer includes document handling 
software (i.e. "browser"), and wherein the computer is operative to carry out the at least one 
banking transaction responsive to the document handling software processing the at least one 
mark up language document; wherein the document handling software includes a browser, 
wherein the computer is adapted to automatically operate at least one transaction function device 
responsive to the processing of at lest one mark up language with the document handling 
software (see claims 1-8, abstract and paragraphs [0003] and [0020]). 

Referring to claim 16, Wagner discloses providing an automated banking machine 
including at least one transaction function device, wherein the automated banking machine is in 
operative connection with at least one computer, processing at least one mark up language 
document with the computer, and carrying out at least a portion of a banking transaction with the 
transaction function device responsive to processing the at least one mark up language document 
with the computer (see claims 1-8, abstract and paragraphs [0003] and [0020]). 

Referring to claims 18 and 19, Wagner discloses the transaction function device includes 
at least one reader device, and the portion of the transaction includes reading indicia with the 
reading device; wherein the reading device includes a card reader, and wherein an indicia is read 
from a card (see claim 2 and paragraph [001 5]). 

Referring to claim 20, Wagner discloses a transaction function device includes at least 
one key, and wherein in the portion of the banking transaction includes sensing an input through 
the at least one key (see paragraph [0004], lines 13 and 14). 

Referring to claim 22, Wagner discloses the banking machine includes at least one output 
device, and further comprises the step of providing at least one output through the output device 
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responsive to processing at least one mark up language document with the computer (see 
paragraph [0004], lines 13-14). 

Referring to claim 23 , Wagner discloses the computer includes browser software, and 
wherein the at least one output is provided responsive to the browser software processing the at 
least one mark up language document (see claims 1-7; paragraph [0004], lines 13-14). 

Referring to claim 24, Wagner discloses the output device includes a screen and wherein 
at least one output includes a visual output through the screen (see paragraph [0019]). 

Referring to claim 25, Wagner discloses at least one HTML document is processed by the 
computer (see claims 1 and 7). 

Referring to claim 26, Wagner discloses the automated banking machine includes an 
output device, and wherein processing the at least one mark up language document is operative 
to cause the computer to provide and output through the output device and to carry out at least 
the portion of the banking transaction (see claims 1, 5, 1\ paragraph [0004], lines 13 and 14). 

Referring to claim 30, Wagner discloses a display device having a display screen, 
wherein the computer includes document handling software (i.e. browser), wherein the computer 
is operative to automatically display at least one visual output through the display device 
responsive to processing at least on mark up language document with the computer (see 
paragraph [0019], claims 1 and 7). 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

7. Claims 2 and 5 are rejected under 35 U.S.C. 103(a) as being unpatentable over Wagner as 
applied to claim 1 above. 

Wagner discloses an ATM dispensing cash (see paragraph [0004] and claim 1 above). 
Wagner does not explicitly disclose the ATM comprises a sheet dispenser; however, in order for 
the ATM to dispense cash it must comprise a sheet dispenser. Thus, this is an inherent step; also, 
it is known in the art that an ATM comprises a sheet dispenser. At the time the invention was 
made, it would have been obvious to a person of ordinary skill in the art to modify the ATM 
disclose by Wagner to include a sheet dispenser. One of ordinary skill in the art would have 
been motivated to do this because it is a convenient means for withdrawing cash. 

Referring to claim 5, Wagner discloses an ATM (see claim 1 above). Wagner does not 
expressly disclose the transaction function device includes a depository. However, it is known in 
the art that an ATM comprises a depository; therefore, this is an obvious and inherent step. At 
the time the invention was made, it would have been obvious to a person of ordinary skill in the 
art to modify the ATM disclose by Wagner to include a depository. One of ordinary skill in the 
art would have been motivated to do this because it is a convenient means for crediting funds. 

8. Claims 15 and 28 are rejected under 35 U.S.C. 103(a) as being unpatentable over Wagner 
as applied to claims 13 and 14 respectively above. 

Wagner discloses an ATM dispensing cash (see paragraph [0004] and claim 1 above). 
Wagner does not explicitly disclose the ATM comprises a note dispenser; however, in order for 
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the ATM to dispense cash it must comprise a note dispenser. Thus, this is an inherent step; also, 
it is known in the art that an ATM comprises a note dispenser. At the time the invention was 
made, it would have been obvious to a person of ordinary skill in the art to modify the ATM 
disclose by Wagner to include a note dispenser. One of ordinary skill in the art would have been 
motivated to do this because it is a convenient means for withdrawing notes. 

Referring to claim 29, Wagner discloses an ATM dispensing cash (see paragraph [0004] 
and claim 1 above). Wagner does not explicitly disclose the ATM comprises a currency sheet 
dispenser; however, in order for the ATM to dispense cash it must comprise a currency sheet 
dispenser. Thus, this is an inherent step; also, it is known in the art that an ATM comprises a 
currency sheet dispenser. At the time the invention was made, it would have been obvious to a 
person of ordinary skill in the art to modify the ATM disclose by Wagner to include a currency 
sheet dispenser. One of ordinary skill in the art would have been motivated to do this because it 
is a convenient means for withdrawing currency. 

9. Claim 17 is rejected under 35 U.S.C. 103(a) as being unpatentable over Wagner as 
applied to claim 16 above. 

Wagner discloses an ATM dispensing cash (see paragraph [0004] and claim 1 above). 
Wagner does not explicitly disclose the ATM comprises a note dispenser; however, in order for 
the ATM to dispense cash it must comprise a note dispenser. Thus, this is an inherent step; also, 
it is known in the art that an ATM comprises a note dispenser. At the time the invention was 
made, it would have been obvious to a person of ordinary skill in the art to modify the ATM 
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disclose by Wagner to include a note dispenser. One of ordinary skill in the art would have been 
motivated to do this because it is a convenient means to withdraw notes. 

Referring to claim 5, Wagner discloses an ATM (see claim 16 above). Wagner does not 
expressly disclose the transaction function device includes a depository. However, it is known in 
the art that an ATM comprises a depository, which can receives deposits; therefore, this is an 
obvious and inherent step. At the time the invention was made, it would have been obvious to a 
person of ordinary skill in the art to modify the ATM disclose by Wagner to include a depository 
that can receive deposits. One of ordinary skill in the art would have been motivated to do this 
because it is a convenient means of crediting funds. 

10. Claim 27 rejected under 35 U.S.C. 103(a) as being unpatentable over Wagner as applied 
to claim 16 above, and further in view of US Patent No. 5905248 to Russell et al. 

Wagner discloses carrying out at least a portion of a banking transaction with the 
transaction function device includes executing software (see claim 1 and 7). Wagner does not 
expressly disclose the function device includes executing software applet instructions. Russell et 
al. discloses carrying out of at least a portion of a banking transaction with the transaction 
function device includes executing software applet instructions (see col. 6, line 39-46; col. 21, 
liens 43-45; abstract). At the time the invention was made, it would have been obvious to a 
person of ordinary skill in the art to modify the method disclose by Wagner to include the step of 
carrying out of at least a portion of a banking transaction with the transaction function device 
includes executing software applet instructions. One of ordinary skill in the art would have been 
motivated to do this because web browsers quickly interpret applets form web servers; thus, 
resulting in faster processing. 
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Conclusion 



1 1 . The prior art made of record and not relied upon is considered pertinent to applicants 
disclosure. 

• US Patent No. 5742845 to Wagner discloses a expanded HTTP protocol that 

communicate with printers, magnetic card readers, credit card terminals, smart card 
reads, check readers, or the like and includes a command which instructs a non-standard 
I/O device. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jalatee Worjloh whose telephone number is 703-305-0057. The 
examiner can normally be reached on Mondays-Thursdays 8:30-7:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Trammell can be reached on 703-305-9768. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306, 703-746-9443 for 
Non-Official/Draft. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
Any response to this action should be mailed to: 
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Commissioner of Patents and Trademarks 
PO Box 1450 
Alexandria, VA 22313-1450 

Hand delivered responses should be brought to Crystal Park 5, 2451 Crystal Drive, 

Arlington, V.A., Seventh floor receptionist. 




